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TO: | MailStop8

_Director-of the U.s. Patent & Trademark Office
P.O. Box 1450 .
A]exandrla, VA 22313- 1450

S, REPORT ONTHE ,

_FILING OR DETERMINATION OF AN

~ACTION, REGARDING APATENTOR.
TRADEMARK S

In Comphance w:th 35 $ 290 and/or 15 U 5. C § 11 16 you are hercby adv1scd that a court action has been

filed in the us. D:smct Court Northem Dlstrlct Callfomla on the

Vv Patents or [ Trademarks

O DOCKETNO

CV 10- 01515MHP

DATEFILED
4/ 9/20 I 0

Tos. DISTRICFCOURT R P -
450 Golden Gate. Avenue, 16 Floor San Franc:sco CA 94102 il

|PLAINTIFF.

SILICON STORAGE TECHNOLOGY INC

DEFENDANT - .
INTERSIL CORPORATION ET AL

"PATENTOR

‘DATE OF PATENT

|- TRADEMARK NO. - _OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
! RE2¥,370 |
2 '
13
s
5.
_ . In the above——ent:tled case, T.hc followmg patent(s) have bcen mcluded
_DATb 1NCLUDED INCLUDED BY - - N
[ Amendmenl D Angwer {7} Cross Bill- [ Other Pleading -
PATENT OR " DATE OF PATENT: et ' e
__TRADEMARK NO. OR TRADEMARK - HOLDER OF PAFENT OR TRADEMARK - -
|2
3.
4
5
‘ - In the above—cntltled case, the followmg decm(m has been rendered or Judgcmcnt 1ssued
DECISION/JUDGEMENT - - N T
' Memorandum and Order, and a Judgment was entered on the docket on March 22, 2011, "
CLERK R DATE - .
Righard W. Wicking ; _A'pri1'12', 2011

"Copy 1—Upon initiation of action, mail this copy to Commissioner -

: _ Copy 2——Up0n ﬁ]mg document.adding patent(s), mail this copy to. Comm]ssmner :

Copy 1-«-Up termmatmn 01' actmn, mal[ tlns copy to Commlsswner '
Opy 4-—Cace file copy . _
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*IN'THE UNITED STATES DISTRICT COURT

~ FOR THE NORTHERN DISTRICT OF CALIFORNIA

‘SILICON STORAGE TECHNOLOGY INC,. - No.CV 10-01515 MHP

Plamtrff e S
. JUDGMENT IN ‘A CIVIL CASE.

INTERSIL CORPORATION, ET AL.,

L Delf.eﬁdar_lt._.x K

() Jury Verdlct Th1s actlon came before the Court for a trlal by Jury The issues’ |

: have been trled and the Jury has rendered its verdlct

(X) Declslon by Court This action came 10 trlai or hearlng before the Court The ‘

1ssues have been tned or heard and a deelslon has been rendered

IT IS SO ORDERED AND ADJUDGED that plamtlff’s motlon for summary

judgment, 1_s granted-and defendant’s menon_for p.artlal‘ sgmmary Judgm_ent is denied. .

_Da.ted:Mar'Ch:QE','Z.lOll“,_'.‘i - RlchardWWleklng,C]erk
|

Bowser

nthon
L(,BWU f
ed copyofa
hereby attest and certify this js a print |
: rlu;umt,m which was e]ectmm aliy fited 'Inmthe United States

7 ‘Dssmchoun tnrl e 'ﬁf""j’ ﬁ'\!\fomra

Date Fﬂed

_-RICHARDWWI :
G\_
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BCF DOCUMENT |

iherehy attest and CErtify his is.a printed copy.of a : |
_document which was elecz?cally fil ?d with the United States

Dtstnct Cmm fnr : g. .jf of ahfom:a

R D_ep_uty Clerk

' Date Fi ied

NORTHERNDISTRICTOF CALIFORNI A :

ASILICON STORAGE TECHNOLOGY INC '*_No.'é'io'.-rs'1‘s'MHP i

Plalntrff | R
MEMORANDL]M & ORDER C
' Re Cross-Motrons for Summary Judgment
XICOR LLC | . . R
Defendant

| Plamtlff Slllcon Storage Technology, Ine. (“SST”) brought thrs actron agalnst defendant i
chor LLC seeklng a declaratlon that clalms 12 and 13 of U. S Patent No. RE38 370 (“the ‘370

patent) are 1nva11d and that 1t has not mfrmged chor S patent chor ﬁled a counterclarm allegmg
: mfrmgement of the ‘370 patent Now before the court are the partres cross-motrons for summary .
| Judgment asto whether clalms 12 and 13 Ofthe ‘370 patent are invalid under the rule against -

recapture Havmg consrdered the partles arguments and submrssrons and for the reasons set forth

below, the court entcrs the followmg order.

_BACKGROUND .
I , Technology Addressed by the Patent -in- Su1t

The patent at 155ue relates to the tunnelmg ox1de layer” of a computer memory chrp and a

_ ‘method for fonmng that regton See Docket No 50 (Evans Decl.) Exh C( 370 patent) at l; 12 16

Electrlcally ¢rasable read only memory dev1ces (“F EPROM”) contam “ﬂoatmg gates whtch store |

-eiectrlc charge and 1nd1cate the presence or absence of such charge w1th a binary 1 or O Jd at 1:19-
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22, The floatmg gate is electrrcally rnsulated from the other electrodes of the EEPROM devrce by

one or more layers of a “tunnelmg oxide, Wthl’l under certaln condmons allow electrons to

“tunnel” through to the ﬂoatmg gate Id at 1: ’75 31. The tunnelrng oxide can only conduct a hmrted ‘

"amount of charge before it breaks down. The llfe of a tunnellng oxrde can be further hm1ted by the

presence of structural defects and by the h1gh levels of stress that develop in the tunnellng ox1de

'durmg the productlon of the tunnelrng layer Id at I 31 53 The ‘370 patent attempts to mcrease the T

B rehable, useful lrfe cycle of a EEPROM dewce by producmg a tunnellng oxide layer that lacks the '

defects and h1gh levels of stress present in the prlor art. Id. at 2. 15 31 The patent dlscloses a .

.method and means of dcposrtmg a tunnelmg oxide usmg a low pressure low temperature chemlcal

'vapor deposrtlon (“LPCVD”) process. Id. at.1:59- 62 The patent 1dent|f1es tetraethylorthosrllcate

(“TFOS”) as the preferred chem1cal for the LPCVD process Id at 1 63- 64
‘Independent clalm 1of the ‘370 patent recnes m pertment part
o An lmproved tunnelmg reglon for use- wrth an mtegrated clrcu1t compnsrng
_a first layer of polysdlcon : | ' R | |
‘ .‘ a f rst electron tunnehng layer of thermal ox1de formed over sald first layer of polysrlrcon
a second: electron tunnelmg layer of annealed depOSIted SllICOD dloxrde formed over said first |

. tunneling layer having a thickness less than 2000 Angstroms-thick; said silicon dioxide layer
being formed by low pressure chemrcal vapor deposrtron omprlsmg the use of

. -tetraethylorthosﬂlcate and

a second layer of polysrllcon formed over sard layer of depos1ted smcon dlomde

|| f4. at S 422 (emphasns added) lndependent clalm 4 recltes in pertment part

A semrconductor devrce 1nclud1ng means for electron tunnelmg, comprrsmg
'a first conductlve layer o

. an annealed silicon dioxide tunneling layer havmg a thickness less than 2000 Angstroms
formed on top of said conductive layer, said silicon dioxide layer being formed by low

_ pressure chernlcal vapor deposmon omprlsmg the use of tetraethylorthosrhcate

a second conducttve layer formed on top of sald sﬂrcon dlox1de layer

Id -at 5 30- 43 Clarms 12 and 13 ‘were added io the ‘370 patent in rerssue These clarms are

rdentrc_al to clalrns_l and 4, respectwely, except that claims 12 and 13 dele_te ,the language
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“comprrsrng the use of tetraethylorthosﬂlcate” present 1n the earher c]alms Id at 6 16-46. The-.
genesrs and subsequent deletlon of these TEOS lrmrtatrons is the foous of thls dlspute
1L Prosecutron Hrstory . |

The ‘370 patent 1ssued at the very end of 2003 has lts orrgms ina patent apphcatron ﬁled in

'the year, 1988 and the relevant prosecutlon hrstory, stretched out over four d1fferent related

applrcauons is volummous The followmg summarrzes thrs hrstory and sets forth in deta1l only

: those aspects of the prosecutlon hlstory that are dlrectly relevant to resolvmg the partres summary

Judgment motlons L :
* A. - The Orlgmal Appllcatron o
chor s predeeessor—m 1nterest1 ﬁled patent applrcatron No 07/ 195 766 (“the ‘766

apphcanon”) on May 17 1988, The 766 appheatlon contatned method clalms 1-12 and an

‘ 'apparatus clann 13. Each of the mdependent claims- 1 6 7,9, and 13 included the depos1t10n of .

srllcon dlox1de by LPCVD but none of these elalms were Ilmrted to the use of TEOS i in that LPCVD

process Evans Decl Exh Eat INTOOOIOIS 17. Inan ofﬁce actron dated January 19, 1989, the _

_ exammer found that the ‘766 applleatton clarmed two dlstmct 1nvent10ns and ordered the appllcant '

to restrrct the applrcatron to elther the melhod or the apparatus clalms i at 1043, The exammer
reasoned mter alia, that the apparatus reclted in clarm 137 could be made by processes materrally
dlfferent than those™ in clarms 112 and accordmgly unpatentabrhty of the [apparatus] would not.
neeessanly 1mply unpatentabrlrty of the [processes] Id The appheant traversed the restrrctron

requlrement but elected to proceed w1th the method cla1ms 1 12 should the restrlctlon beeome final.

'Id at 1047 51 The exammer made the restrlctron requ1rement fi na] on. August 2 1989 Id: at 1053-

- B. The ‘774 Patent Prosecutlon

On June 26 1990, the apphcant f Ied a contmuatlon appltcanon No 07/545 122 (“the ‘122

: apphcatron”) whlch contamed solely the method clarms I- 12 of the ‘766 appllcauon On October 9

‘_ 1990 Clarms 1-3 and 9 were rejected inter alta as ant1c1pated by the prror art “Peek” reference i

at 1107. The examiner stated that “Peek dlscloses a method of fabr1catmg an EEPROM in which the
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_'drelectrlc is obtalned by LPCVD of TEOS at 730 C ” Id chor responded by amendmg clalm 1 to

add the hmrtanon “eornprlsmg the use of a srllcon and oxygen bearmg vapor comprising [TEOS]

a temperature between 450 and 1000"(3" o the reclted LPCVD process Id at 1117 chor attached
to 1ts response a supportmg declaratlon from erham H ()wen the Vlce Premdent of Product | :-

_P[annrng and Intellectual Propcrtles at chor Wthh explarned why Peek dld not ant1crpate clalms 1-

3. See idat 1127- 1135 Based on the Owen declaratlon Xtcor argued

Peek never actually constructed an EEPROM usmg TEOS nor did he dep031t any oxide

layers intended to be used as a tunneling oxide . . . Peek concluded that TEOS oxide were .
inferior and suggested that HTO oxides were the best for an EEPROM, at least insofar as the
insulating properties are concerned.- Applicant. subrhits this reference clearly teaches away
from the present invention . . . {T]hose in the art believed TEOS oxides to be inappropriate
for use in'an EEPROM, and that the discovery that sufﬁ01ently pure TEOS oxrdes could be -
deposnted was a surprising and unexpected result.

‘Id at 1120- 21 XlCOI‘ made 51m11ar arguments regardmg the Peek referenee at several nther pomts

'durmg the prosecutlon ofthe 122 appheatlon See zd atllZl 1130 1153 1161

- On May 7, 1992 the examiner rejected clalm 7 of the ‘]22 appllcatron as obvnous aver the

prlor art Paterson reference Accordlng to the examlner “Paterson discloses a method of fabr1catmg

a memory dev1ce havinga ﬂoattng gate [] and a tunne]mg oxrde I and “that the tunnehng oxide _

Iayer canbe elther thermally grown or deposrted by LPCVD ? Id at 1164 The exammer stafed,

however that- chor could avond an obvrousness re_1ectlon over Paterson if it added an express TEOS

Ilmltatlon

It clalm 7 was. amended to recite that the tunnehng ox1de layer was deposrted by LPCVD.
using TEOS, the claim would be allowable over Paterson, since fieither Paterson nor any of

. the other references of record dlsclose the use of a deposrted TEOS ox1de Iayer as a tunnelmg

ox1de ina memory devrce ; Sl ,

-Id atl 165 On June 26 1990 chor accepted the exammer 5 suggestion and amended cIalm 7

: (redesrgnated as cla1m 6) by addmg the lrmltatlon compnsmg the use of [TEOS] to the rec1ted

LPCVD prooess Id at 1174, 1176 (“Clalms 6 7 and 9 have been amended to add the hmltatlon that

' the CVD process called for comprlses the use of TEOS as suggested by the Exammer ™). On _
November 23 1992 the examiner 1ssued her notlce of allowablhty id. at 1179, and U.S. Patent No
| g 5 219 774 (the ‘774 patent) 1ssued on June 15, 1993 see Evans Decl Exh F
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' C.' The‘ ‘585 Patent Prosecutlon

After the method claims compnsmg the 77‘4 patent were allowed chor turned its attentlon

to prosecutmg 1ts apparatus clalms On May 18 ]993 XlCor ﬁled drvrsmnal applicatlon No

‘08/064 203 (the 203 apphcatren), m which it pursued the onglnal product-by process clalm 13. of |

the. ‘766 appllcation and added seven new apparatus clalms all alse drafted in product by process

-‘form Evans Decl Exh G at INT0000730. Clalm 13 1n1t1ally was submifted in 1ts or1g1nal forrn .

thereby lackmg a TEOS lrmltatlon but each of the new clarms d1d mclude a TEOS hmrtatlon See ‘

id. at 752 53 In submlttmg 1ts d1v1sronal apphcat10n chor noted that “[n]ew Clalms 14 20 are

'apparatus clalms that are srm1lar to the allowed method clarms of the parent applleatron ? Id ‘at 754 _

The ‘203 appllcatron however was assrgned toa dlfferent exammer ina drfferent art umt than the

ailowed method cla1ms Compare Evans Decl Exh E at INTOOOI 179 wzth Exh G at lNTOOO()?SS

On July 23 1993 the-examiner rejected clarms 13 and 14 as obvrous in v1ew of two prior -

_'.U S patents but this reJectlon apparently bore no relatronshlp to the use of TEOS in the LPCVD
process. /d. at 756- 57 Nevertheless chor responded to the July 23 office action by makmg a’

number of amendments to clalms 13 and 14 mcludmg addmg a TEOS l1m1tat10n to claim 13 Ia’ at

Il 775-76.. Inits accompanymg remarks Xicor attached coples of the. same declaratrons of Wllham l-l

Owen that had been submrtted in support of the: ‘122 appl1cat10n and that accordlng to chor “bear
oh the patentab1l|ty of the clalms pending in. thls apphcatlon » Id. at 782 Xicor accordmgly

repeated 1ts earller argument that Peek “clearly- teaches away from the present mvcntlon and that

“[a]t the tlme the present mventlon was made, those skrlled in the art generally held the vnew, sn‘mlar

to Peek’s conclus:ons that TEOS ox1de layers were mferror to layers deposrted by other
techmques 7 Id.at 780 81 ' | |

On March 25, 1994 the examiner rejected clalms 13 and 14 on the grounds that the pl‘lOl‘ art

‘drsclosed the clalmed structures and speclﬁcally noted that the process lmntatlons in those clarms

were msufﬂcrent to overcome the novelty and obv1ousness rejee‘nons The examiner rernmded”
chor that “1t is the patentablhty of the final product pcr se whlch st be deterrnlned ina produet

by process clarm, and not the-patentablhty aof the,process, and that, as'here, an old or obvious
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_ product produced by a nevr method is not patentable as a product 27 .Ia’ -at 78‘8*(citing-1n ré

'Tharpe 777 F. Zd 695 (Fed Cir. 1985)) In response chor stated that the apparatus clarms were
'presented in product by- proceSs form because “the present mventlon . is not capable of ‘
_rndependent deﬁmtron in structural terms ” ]d at 7-94 In order to show that the prlor art dld not

L possess the characteristrcs and structure” of thc present mventron and that the clarmed devrce 1s

both novel and non- obvrous over the prlcr art > chor attached yet: another declaratron from Wllltam

'H Owen Id at 794 95. ' In that declaratlon, Owen repeatedly refers to the structural advantages of .

the clalmed TEOS deposrted oxide layer, He states that the TEOS deposrted fayer lacks the

Structural defects that are often created by the prlor art tunnelmg ox1de layers that the TEOS

: deposned layer 1nduces a much lower magmtude of stress on a memory chip wafer and that “the
annealmg of the TEOS layer seems to provrde more unlform molecular bondmg, mcreasmg the total
charge conducted Id, at 802-03. The examiner nonetheless finally reJected the pendmg clalms on :

-’November 13, 1994 speclﬁcally noting that * [t]he generahzed allegatrons that srlrcon drox1de

formatron usmg TEOS results in an oxide havrng a low defect densrty and cither compresslve or

tcnsrle stress are not substantlated by hard expenmental evrdence ” Id at 81 1.

. ' chor appealed the reJectlon to the Board of Patent Appeals and Interferences (“the Board”),
and 1n its brreﬁng retterated its arguments (l) that the structure of the clalmed tunnelmg oxide layer '

is s1gn1ﬁcantly dlffercnt from the pl‘lOI‘ art and (2) that the Peek reference taught away from the use

: of TEOS oxrde Iayer See ra’ at 824 29 866 69, On June 3 1999 the Board reversed the

examiner’s reJectron It reasoned

_ lnasmuch as all of the product llmltatlons are dlsclosed by the apphed prior, art the examiner
¥ has a establtshed a prima Jacie case of unpatentablltty of the clarms invention. - :

NotW1thstand1ng the prima facie case of unpatentabt]tty the appellant can come- forward w1th
evidence establishing an unobvious differenice between the claimed product produced by the -

process recited supra and the prior.art product produced bya conventronal process. Inre
Marosi, 710 F. 2d 799 803 (Fed Cir.. 1983) : '

,As mdlcated Supra, the advantages of appellant’s clalmed process step are set forth in the
[Owen] declarations as well as in the specification. Such advantages are sufficient to
establrsh unobvrous differences betweeri the clalmed product and the prlor art product
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-Id at 893 98 On November 12 1999, clalms 13 and 14 1ssued as: clarms 1 and 4 of U: S Patent No
5, 997 535 (“the *585 patent”) See Evans Decl Exh D ' ' ' '

: D'. The ‘370 Rerssue A _ C
‘ On November 2 2001 chor tlmely fi led rerssue apphcatlon No 10/053 140 for the ‘585
patent See Evans Decl Exh, A at INTO] 62220 New c]arms 12 and 13 of the relssue are 1dent:ca1

to ClalmS 1 and 4 of the 3 85 patent respectwely, except that the new clarms remove the

¢ unnecessary”TEOS l1m1tat1on Id. at 162221- 22 Pomtmg to the ‘585 specrﬁcatron (whrch is :

shared wrth the ‘774 patent) chor argued that TEOS “1s only prefembly used for the LPCVD

process ” Id (emphasrs in orlgmal) XICOI‘ argued that “smce [TEOS]is not’ necessary for formmg a

: srheon dioxide: Iayer by [LPCVD] the 1ncIusron cf [TEOS] represents an unnecessary hmltatlon

in the cla1m As a result an unmtent1onal error has resu]ted in that the clalm s narrower than what

'the patentee is entrtled to.” Id at 162221 On July 16, 2003 the exammer allowed the rerssue

I clairms, epramlng that “[t]he record for the patent 1nd1eates that the clarms are not broader than the

: subject matter that apphcant prev:ously surrendered durmg the prosecutron of the patent nor do the

clalms mclude the surrendered subject matter themselves they are not bal red by the recapture

rule...” Id at 162338

'E. Present ]1tlgat10n N

On Aprrl 9, 2010, 3ST. ﬁled the present actlon seekmg a  declaration that itis not 1nfrmg1ng

fthe ‘370 patent and that the ‘370 patent is mvahd See Doeket No 1 On December 20 2010 chor

asserted a counterc]a1m for patent lnfrlngement 'See Docket No- 46 “That same day, SST filed the_

I mstant motion for summary judgment, see Docket No 48 and XICOI' ﬁ]ed its motlon for partlal
summary Judgrnent on SST’s recapture defense see Docket No 47 The sole issue rarsed by the -
'partles cross- motlons is whether clalms 12 and 13 of the relssue patent 370 are 1nvahd under the

jrule agalnst recapture ‘
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LEGAL STANDARD

1 " Summarv Juclsment

Summary Judgment may be granted only when drawmg all mferences and resolvmg all

doubts in favor of the non- movmg party, there are no genumc 1ssues of materlal fact and the movmg -

‘ party lS ent1tled to Judgment as a matter of law Fed R.Civ. P. 56(c) see generally Anderson v

Lrberty Lobby, Inc., 47? U S 242, 247- 255 (1986) A mater1al fact is: genume” if the ev1dence is

_ such that a reasonable Jury could return a verd1ct for the non movrng party Anderson 477 U.S. at

248 The moving party bears the burden of rdentrfymg those portrons of the pleadlngs, dlscovery

' and affidavits that demonstrate the absence of” a genume 1ssue of materlal fact (‘elotex Corp V. |
,Catrett 477 U S.317, 323 ( 1986) Once the movrng party meets its 1mt1al burden, the non-movmg

|| party must go beyond the pleadmgs and by 1ts own afﬁdavrts or d1scovery, set forth speclf" c facts |

showmg that there rsa genume 1ssue for trra] Fed R, CIV P 56(e) see Anderson 477 U.S. at 250,

DT_S_C_U.S_SIQN_

The partles agree that there are no mater1a1 facts in drspute and that the court may dec1de asa

: matter of law whether clarms 12 and 13 of the' ‘370 patent vrolate the rule agamst recapture :

* “Under the rerssue statute a patentee may surrender a patent and seek relssue enlargmg the
scope of’ the orlgmal patent’s clarms rf through error w1thout any. deceptrve mtent he c1a1med less
than' he had a right to cla1m in the original patent M MBO Labs v. Becton, chkmson & Co., 602 f
F.3d 1306 1313 (Fed Cir. 2010) (MBO II) (c1t1ng 35 U.Ss. C § 251) (mternal quotatlons and '

' ‘alteratlons omltted) Although the reissue statute is to be construed lrberally, the © rule agamst
-recapture” places an lmportant lrm1t on the abrlrty of a patentee to obtam a broademng reissue. See
f r'd “Under the rule agalnst recapture a patentee S, relssue clarnls are 1r1va11d when- the patentee

_ broadens the scope of a clarm in, relssue to cover subject matter that he surrendered durlng the

prosecutron of the orlgmal ela1ms ” Id. (c1t1ng Hester ]ndus Inc v, Stein, Im, 142 F. 3d 1472 1480'
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' The'F'ederal Circuit has identif' ed two juSti-ﬁcations for the ruleagainst recapture Firstly, a

" relssue patent is only avallable when the patcntee erroneously falled to clalm the full scope of the

mventlon and not where the narrower claims were the resu]t of “dehbcrate amendments or -

arguments desrgned to convince an exantiner 1o allow the clarms i Ia’ (collectmg cases) Secondly,

the rule agarnst recapture is based on prmc]ples of equlty “An apphcant s surrender of subject

matter places competltors and the publlc on notlce and may have caused them to rely on the :
consequent lrmltatlons on claim scope » Id (mtemal quotatron marks and alteratlons omltted) see
also Krm v. ConAgra Foods Ine., 465 F 3d 1312 1323 (Fed C:r 2006) (“[T]he recapture rule is-

a1med at ensurmg that the pubhc can rely ona patentee S admlsswn durlng prosecutron of an

-' ongmal patent ”) In the absence of the rule, “an unscrupu]ous attorney could feign etror and redraﬂ

clarms ina re1ssue patent to cover a competmg product thereat’ter ﬂlmg an 1nfrmgement suit.” MBO

'H 602 F. 3d at 131 3 (cmng Hester Indus., 142 F 3d at 1484)

- The Federal Crrcutt has deve]oped a three step test for the rule agamst recapture The court | :

: must determme

'(,1:) whether and in what respect the relssue clalms are broader in scope than the
or1g1~nal patent clarms | P | | .
: (2) . -“whcther the broader aspects of lhe relssue clalms relate to subject matter surrendered
- ~in the orlgmal prosecutlon and y _ L |
(3 | : whether the reISsue clalms were materlally narrowed in other respects 50 that the |
- cla1ms may not have been enlargcd and hence avo1d the recapture rule

N. Am Com‘amer Inc. v. PlastgvakPackagmg, Inc 415 F 3d 1335 1349 (Fed. C1r 2005) For the )

' -reasons set fcrth be]ow the undrsputed facts clearly demonstrate that claims 12 and 13 of the ‘370
'patcnt meet each requ1rement of the rule agamst recapture and are therefore mvalld.3 e

. Step 1 The Relssued Clalms are’ Broader than the Orlgmal Clalms '

' The partles do not dlspute that the relssued clalms 12 and 13 are broader than the or1g1nal

clalms 1 and 4, respectwe!y The two sets of clalms are 1dent1cal with thc exceptlon that the old

clalms are hmtted to an LPCVD process comprrsmg the use of [TEOS] 7U4IA] reissue clarm that
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deletes a hmttatlon or element from the patent clarms is broader in that hmttatrons aspect Tinre

C'lement 131 F 3d 1464 ]468 (Fed Cir. 1997) By ehmmatmg th]S hmrtatron on reissue, the patent—

- in-suit covers silicon drox1de tunneling layers formed by the LPCVD of’ chemlcals other than TEOS
- Xicor 1dent1f1es (l) silane along with oxygen and (2) dlchlorosrlane along with mtrous oxrde as
-' examples of ¢ eommon TEOS alternatrves See Docket No 47 at 14 |

'II'. . Step2: Xicor Surrendered TEOS Alternatrves in Prosecutmg the ‘774 and 585 Patents

SST argues that Xicor surrendered TEOS- alternatrves whlle prosecutmg the “774 and 585

patents both through claim amendments and through arguments o the examiner and Board “To a

determme whether a patentee surrendered subject matter [the court] asks whether an objectrve

observer v1ew1ng the prOSecutron htstory would eonc]ude that the purpose of the patentee s :‘

_ amendment or argument was to overcome prror art and secure the patent ” MBO I 602 F. 3dat

1314 (quotmg Ktm 465 F 3d at 1323) “If the patentee surrendered by argument, he must elearly :

and unmrstakably argue that hrs invention does not cover certaln subject matter to overcome an

-examiner’s re_]ectton based on prror art Id (collectrng cases)

A, The Prosecutlon of the 774 Patent is Relevant 3

A errtreai threshold questron is whether the proseeutron ‘of the ‘774 patent is relevant to the -

, recapture analysrs here The ‘370 patent isa rerssue of the 585 patent whlch began asa drvrsronal

of the apphcat]on that ylelded the ‘774 patent chor does not appear to dlspute that it surrendered
TEOS aiternatlves in order to secure the *774 patent and the record quite clearly shows (1) that
chor added the TEOS lrmrtatron to claim 7 in order to overcome an obvrousness rejeetron over
Paterson and (2) that chor overcame a novelty re}ection over Peek by argulng that the Peek taught.

away from the use of TEOS in LPCVD Instead, Xicor argues that it'is improper | here for the court

o eonsrder the proseeutron hrstory of the parent apphcatlon in. determmmg whether subject matter.

‘was surrendered as to 1ts dlvlsronal

. The Federa] Clrcult recent]y has made clear that the entlre patent famlly of a reissue patent
should be eonsrdered when addressing the rule agamst recapture [A] patentee may v1olate the rule

agarnst reoapture by clarmrng subject matter in a relssue patent that the patentee surrendered vvhrle




United States District Couft

For the Northiern District of California

N N R T T ST S

: 10

: ’
S 12
14

15

16
17
s
e
20
21
oz
s
24
25
2%
2T
osf

Case3:10-cv-01515-MHP : Document76  Filed03/22/11. Page11 of 20

i prosecutlng a related patent appltcat1on ? MBO U 602 F 3d at 1316 In MBO 1, the Federal Crrcult

acknowledged that some Iower courts have held that a patentee only vrolates the rule agalnst

recapture by surrenderrng suhject matter in the prosecutlon of “the patent that is corrected by the

jrerssue patent.” Id. (quottng U.S. leter Corp v, Iomcs Inc 68 F Supp 2d 48 72 (D Mass

‘1999)) After rev1ew1ng U S, Supreme Court caselaw Federal Ctrcurt precedent and the legrslatlve

hrstory of‘ the relssue statute the court determmed that thls approach was erroneous Of partrcular

'relevance to the present case the court expressly reJected the theory that “recapture docs not

contemplate surrenders made while prosecutmg the or1g1nal applrcatlon or any precedent drvrsmnal

-contrnuauon or contmuatron-tn part appltcattons » Id (emphasrs adcled)

chor nonetheless argues that MBO It d1d not estabhsh a per se ru]e that the entlre patent

«famrly is always relevant to the recapture analysrs and that the crrcumstances here requtre lrmmng
_the court’s 1nqu1ry solely to the prosecutton of the ‘585 patent chor pornts out that no court has

'-'found the parent $ hlstory to be. relevant Where as here the divisional was the result of a restrrctlon

requ1rement the clatms of the drvrsional were not narrowed the clarms of the d1v1snonal never faced

[ a pI‘lOl’ art re_]ect1on prlor to restrtctlon and the clalms of the d1v151onal appllcatlon were patentably

-dlstrnct” from the clalms prosecuted in the parent See Docket No 57 (Opp ) at 12.

There isno persuasrve reason for exceptlng thls case from the F ederal Crrcu1t 5 clear

' mandate that the eutlre patent family should be consrdered in the recapture analysis. Instead, a
'rev1ew of the ent1re patent fannly hrstory demonstrates that the ‘774 prosecunon is hrghly relevant to
- whether the. ‘370 patent recaptured surrendered subJect matter Astde from the TEOS lrmrtatron the

_process lnn]tatlons of clarms 12 and. 13 of the reissue patent are extrernely srmllar to clarms 6 and 1,

respectrvely, of the ‘774 patent and durtng prosecutton chor expressly llnkcd 1ts product clalms to Al

.the process clalms that tssued in the *774 patent lt mrtlally pursued the product and process clalms .

.together in the ortgmal 766 appllcatlon and lt traversed the exammer 5 conclusron that the process

and product- by process clalms were patentably dlstlnct When Xtcor submrtted the ‘203 divisional

'apphcatlon it expressly stated that the new product by process clalms were srmrlar to the clarms that o

had been allowed in the ‘774 prosecutron Moreover it was not unttl after the process clarms had
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been allowed by the exammer and amended to mclude T BOS lrmltatlons that chor made any effort
to pursue 1ts product -by- process clarms When it dld so 1ts seven new cla1ms all contarned a TEOS

11m1tatron and chor soon amended the orrgmal clarm to mclude the TEOS lrmitatron ln presentlng
this’ amendment to the exammer, Xicor attached the same declaratlons from Wlllram H Owen it had

used to pursue 1ts process claims, and it aped rts earlrer argument that Peek taught away from the

drsclosed mvent1on X1Cor repeated these arguments several tlmes before the examiner and

'eventually before the Board whrch allowed the TEOS 11m1ted product by—process cla1ms to issue.

The above chronology demonstrates that the TEOS hmrtatmns d1d not appear in the *3 85
patent due to a mere draﬂmg error or a failure to apprecrate the permrssrble scope of the d1sclosed
1nvent10n See MBO II 602 F.3d at 1315 (“MBO’s farlure to clarm relatrve movement was not
‘error wrthout any deceptwe intent,’ MBO knew exactly how to c]arm re]atrve movement S
Instead start1ng in May 1993 chor sought to patent EEPROM devrces wrth tunnehng ]ayers formed
by processes it had been allowed to patent a few months earlrer The TEOS 11m1tat1ons appeared in
the allowed process clalms and itis unsurprlsmg———and certamly not erroneousw—that the TEOS
hmrtatrons appeared i in subsequent product claims. Although chor pursued rts product clalms

through a “dlwsronal” applrcatlon the prosecutions of the produet and process clalms did not occur :

in parallel Were that the case it mlght be more- persuasrve that arguments made in one prosecutron
are distinct’ from argumems made inthe other. Instead the prosecutions of the ‘774 ‘585 and ‘370
_ patents oceurred in almost ennrely lmear success1on and the surrender of TEOS alternatrves in the.
,earller ‘774 prosecutron cannot be msulated from the later broadenmg re1ssue ‘Were such surrender
,‘ beyond the scope of the recapture analysrs Xicor would be permrtted to engage in what the Federal

Crrcmt has characten?ed as’® nnmense fraud[] agalnst the. pubhc

. If we lnn1ted our recapture review to the prosacutlon hlstory for the patent corrected by
7 reissue; we ‘would severely undercut the rule against recapture’s public-reliance rationale: a -
. patentee could deliberately surrender subject matter during prosecution of an earlier patent,
~ obtain'a continuation patent without mentioning ! the surrendered subject matter; and then .
seek a reissue patent based on the contmuatlon $0asto recapture the subject matter

‘MBO II 602 F. 3d at 1318 Srmllarly here Xicor. surrendered 1EOS alternatlves to obtam a process '

jpatent and then pursued a dtvrslonai apphcatron for a product made by that process wrthout N
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: mentlonmg the surrendered subJect matter to the new exammer It then obtamed a broadenmg

‘ rerssue of the: product by process clarms to recapture errcon droxrde ]ayers formed by LPCVD of

TEE)S alternatwes The prmcrples of equrty underlymg the rule agamst recapture accordmgly
requrre consrderatmn of the entire patent famlly ' | ' ' ' '

: B Process Clalms vs. 5. Product- by-Process Clalms

chor makes several varratrons of the followmg argument because a product by-process '

clalm is not patentable on the grounds that it is made by a novel proccss subject matter surrendcred

as toa process hmrtatron cannot be recaptured by a broadenmg reissue of the product by process B

clarm It uses this logrc to argue ( l) that the ‘774 prosecutron hrstory is 1rrelevant because process |

and product—by—process are. “patentably drstmct (2) that the exammer s restrlcnon on thrs basrs
1drst1ngurshes this case from MBO i and other decrs1ons and 3) that arguments related to TEOS in

the process llmrtatrons of the ‘585 patent drd not surrender sub_]ect matter in Order to overcome prror

art chor is correct that a product by- process clarm may not overcome prior art merely by pointing

toits novel nen-obvious process limitation, but nonethe]ess sub_lect matter surrendered w1th respect |

to the process Irmrtatlon at issue here falls squarely wrthm the rule agamst recapture

' “A product by—process clalm is ‘one in whlch the product is def' ned at’ least in part in terms _

of the method or process by wh1ch rt is made.” Smrthklme Beecham Corp . Apotex Corp 439 F. 3d.

‘ 1312 13 15 (Fed Crr 2006) (quotmg Bomto Boats, Inc VL T hunder Craﬁ Boats, Inc 489 U.S, 141,
158 (1989)) “The purpose of product by process clarms is 10 allow inventors to clarm an- otherwrse

‘patentable product that resrsts deﬁmtlon by other than the process by which it is made i Ia'
'(quotmg In re- Thorpe 777 F 2d 695 697. (Fed C1r 1985)) “Thus an mventor w1ll not be foreclosed

from the benet' ts of the patent system srmply because a product rs drfﬁcu]t to descrrbe in words or

, 1ts structure is lr'suff crently understood.” Id. Even though a product c]arm may be descrrbed with
‘reference to a partrcular process, “it is clear that such c]arms are always toa product, not a process
: Id at 1317. “lt has long been the case that an old product is not patentable even if it'is made by a

_new process. " Amgen Inc v. F. Hoﬁ’man La. Roche Lta’ 380 F 3d 1340 1366 (Fed. Clr 2009)

(collectmg cases) “As a result a product-by process c]arm can be antrc1pated by a prior art product
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_that does not.a'dh_ere to the c]a'im’s proce'ss'limitation..;": Ia’at 1_3'70'.‘ In other- words, lf.a;pr:io_r_ art L
referen'ce dis'clcses each and every s'tructural Itrnitation of the cl-aimed‘ invention, it is no -defense, in
and of 1tself that the cla1med mventlon is made by a novei process See rd at 1366 '

ThlS is not to say, however that the process hmrtatlon 1s Jrrelevant to the: patentablhty of a
product by—process clarm As the Board expressly acknowledged in ﬁndmg the’ ‘585 clalms .
patentable if the: prror art appears to dlsclose all of the structural lrmrtatrons of the clalmed product,

an. apphcant may produce ev1dence that the product produced by the new process 1s dlfTerent than a

,product produced by convent1onal processes See Evans Decl. Exh Gat INT0000893 94 (cmng In )
"re Marosz 710 F.2d 799 803 (Fed. C1r ]983)) see also Amgen, 580 F. 3d at 1367 (“The quest1on we
| must next address is Whether the productlon of EPO b_v recombmant technology tesulted in a new
.product SO that clalm 1 'was not antrcrpated by urmary EPO ”) In Amgen, the Federal Crrcu 1t

‘ agreed Wrth the dlStl‘lCt oourt that the protein EPO formed by recombmant DNA technology was not

ant1c1pated by EPO extracted frorn human urme ln dorng 80, the F ederal C1rcu1t pomted to studles |

'1nd1cat1ng that recombmant EPO had a higher molecular werght and different charge than urmary
.EPO as well as. to expert testlmony that the two types of EPO had drfferent carbohydrate '

: composmon Amgen, 580 F.3d at 1367 Slmllarly here the pr1or art dlsclosed EEPROM devrces

contammg all of the structural elements dtsclosed in- clalms l and4 of the ‘585 patent.. Nonetheless

Xicor was able to secure a patent for those clalms by pomtmg to the structural advantages of

I_ tunnelmg layers formed by the clarmed process step Such advantages included mcreased electrlcal

charge, fewer defects and a lower magnltude of mduced stress As the Board observed “the .
advantages of appellant S clalmed process step are set forth in the declaratlons as well as in the
specrﬁcatron Such advantages are suff' cient to establtsh unobvrous differences between the clalmed
product and lhe prior art product > Evans Decl Fxh G at TNT0000895 96. Arguments and

amendmcnts made wrth respect to the process Ilmltatlon of a. product by process clalm therefore can

.'be used to overcome pr:or art rejectrons and accordrngly can be relevant to the recapture analysrs of .

a re1ssued product-by proeess claim. Moreover glven chor s repeated emphasrs on the advantages '
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_of LPCVD of TEOS such arguments and amendrnents in. both the ‘774 and ‘585 prosecutlon are

‘ relevant here

| " Arguments and amendments related to the | process step of a product-by—process clalm are

partrcularly s1gn1ﬁcant in llght of the publlc reltance ratlonale underlymg the rule agamst recapture

Although the 1nclus1on of a process step is of’ten mconsequenual to the patentablhty ofa product-by—

process claim, 1t is of great consequence in determmmg mfrmgement of that clalm

In detenmnmg rnfrmgement ofa product-by-process clalm . the focus is on the process of
making the product as much as it is on the produect itself. In other words, process terms in -
product-by-process ¢laims serve as limitations in détermining infringement. As a result, a
. product-by-process claim is ‘not 1nfr1nged by 2 product made by a process other than the one
* recited in the clalm o .

' The lmpact of these different. analyses is s:gnlf' cant For product-by process clalms that
-which anticipates if earlier does not necessarily lnfrmge if later. That is because a product in-
. the prior art made by a different process can anticipate a product-by-process claim, but an
accused product made by a different process cannot 1nfr1nge a product-by process claim.

_Amgen 580 F. 3d at 1370 (1nternal c1tatlons and quotat1on marks omltted) The dlfferences in the
_ valrdrty and mfrmgement analyses demonstrate that surrender and recapture of sub_]ect matter related

' to a process l1m1tatron ¢an greatly affect the sc(the of patent rrghts even if the surrendered subject

matter would be 1nsufﬁc1ent to overcome- the: prror art If after 1ssuance of a product by process a

clalm a third-party manufacturer needed to determme whether a parncular product mfrmged the -

patent it wou]d be crucra] to determine whrch precrse processes are foreclosed by the patent in the

manufacture of that product. In order to do so, it would be entrt[ed to look at the prosecunon hrstory

' to 1dent1fy SubjCCt matter surrendered astoa process hmltatlon and rely on the patentee s

amendments and/or arguments to deten‘nme what processes 1t can employ to produce anon--
mfrmgmg product X If the patentee subsequently recaptured the surrendered subject matter viag

broadenmg relssue the thtrd-party manufacturer m1ght suddenly ﬁnd itself an 1nfr1nger | “The

' rerssue statute cannot be constlued in such a way that competltors properly relymg on prosecutlon

| hlstory, become patent mfrmgers when they do s0."" Krm 465 F 3d at 1323 (quot:ng Mentor Corp v.

Coloplast Inc., 998 F.24 992, 996 (Fed c.r 1993))




: Un__ited States Dist_r;ictﬁ(:‘o.urt-; .

For the Northem District of California

SR ' '
phot

L

o' eo"q & ‘L.»-y',t.\)-

R = N T N T )

o (]
o =)

R W A T )
- T S

-

pami
LN

. Caise3:10-cv-01515-MHP Document76  Filed03/22/11 Page16 of 20

The rerssue c]alms here raise preelsely these concerns Before reissue, Xtcor had a patent for'

a process to, form s1hcon dlox1de tunnehng layers usmg LPCVD of TEOS and a patent for EEPROM

Ldevrces thh tunnelmg layers formed by LPCVD of FEOS only An EEPROM manufacturer would )

not mfrmge erther patent by making the tunneling layer of the memory chip through LPCVD of an ‘

. altematrve chemrcal to TEOS Lookmg at the prosecutlon hlstory of the ‘774 patent, it would be
Aclearly apprlsed that chor surrendered any TEOS alternatrve in order to secure its process patents
_and lookmg at the prosecutron hrstory of the 585 patent 1t would observe that’ Xicor mcorporated

those same processes—and many of its earher arguments—mto its: product by process claims. After

rerssue however the EEPROM manufacturer employmg LPCVD of a TEOS alternatrve would still -
remain clear of the novel non- -obvious processes clarmed m the ‘774 patent but rt wou]d potentlally '
mfrmge upon the product by- process clarms in the ‘370 patent Absurdly, this would be the case ‘

notw1thstandmg that the broadened process hmrtatton trrggerrng thIS mfrmgement was und1sputedly '

: surrendered in order to overcome prror art and secure the ‘774 process patents

chor expressly acknowledges that | process lrmrtatlons are treated dtfferently for purposes of '

valtdtty and 1nfrmgement but it argues that the court should embrace" this mcongrum for purposes

I-of the rule agamst recapture Docket No. 57 (Xicor Opp )at 8. Apparent]y this would involve first

_acknow]edgmg that a process clalm and a product by process clalm are patentably drstmct ” and

therefore valrdly Sl.lb_]BCt to a restrret1on requrrement Because the two sets of c]arms are patentably

'drstmct arguments and amendments made w1th respect to the process clarm would then be wal]ed
off from the product—by process clalm F mally, the product by process clarm could be broadened on | -
reissue to covcr products that would not mfrmge the process clalms In other words ‘because the:

:process clalm does not estabhsh the patentabrhty of the product-by-process clatm the product by-

process c]arm may cover products made by processes that do not rnfrmge the process clarm Thts

_.reasomng is untenable The asymmetry regardmg vahdrty arrd mfrmgement ofa prcduct by—process '

claim is typlca Iy to the drsadvantage of the. patentee clanned products can be antrcrpated by '

products made bya dlfferent process but the clalmed products are infringed only by those products

: ,made by the same process See Amgen 580 F 3d at 1370 By contrast chor s approach would be




- United States District Court_ I SR

. “For the Northern Bistrict of California .

—

o

- R I - LY. RN P FCRY R

BOR Rbd R K o
- B L I S

' Case3:10-ov-01515-MHP ‘Document76 - Filed03/22/11 - Page17 of 20

| to the detrtrnent of the publrc A patentee may be forced to hmlt a process clarm in order to - k
overcome prror art but 1t ¢an nonetheless expand the practlca] scope of that process through a

.broadenmg relssue of a related product by- prOCess claun The recapture rule serves as a hmrt on the

avarlabrhty of rerssue patents in order to equltably protect the 1nterest of the publrc and a patentee

may not leverage the umque treatment of product by process clarms to felgn error and expand the

'unlverse of potentral mfrmgers =

o For the reasons explamed above under Step 2 of the recapture analysrs the court rnay

consider the arguments and amendments made wrth respect to the TEOS hmltatlons in both the *774 R

,and 585 prosecutron hrstorles A reasonable objectrve observer would conclude that. the TEOS

llmltatlon Wwas mcluded in order to drstrngursh the clarmed processes and process llmltatlons frOm
the prror art By rncludmg the TEOS lrmrtatlon chor surrendered alternatlve chemlcals to TEOS

and, these alternatrves were recaptured by clalrns 12 and 13 of the ‘370 rerssue patent

'H[_L - Step 3: The Relssued Claims are Not Materrally Narrowed |

Under Step 3 of the recapture analysrs the court iooks at whether the relssued clarms Wcre

_materrally narrowed in other respects to avorcl the rule agamst recapture See Pamru A Storz

Instruments Inc 258 F 3d 1366 1371 72 SST argues that there is some conﬂrct w1th1n Federal

, C1rcu1t caselaw regardlng whether the proper focus of the thrrd step is a comparrson between the
rerssued clalms and the orlgmal patent clalms as. rssued or between the reissued clalms and the -

..orrgmal patent clarms before amendment See. Docket No 48 at 22-25. The court need not rcsolve

this d1spute to conciude that the retssued clalms were not materrally narrowed wrth regard to the:
surrendered TEOS alternatrves | AR .
The only drfference between claim 12 of the rerssue patent and the 1ssued clalm I of the *585 |

patent is'the deletion of the TF 0S lrmltatton meanmg that the rerssue clarm is broader in all

lrespects C]arm 12 of the reissue patent is techmcal]y narrower than the orlgmally ﬁ]ed versron of

clalm I 1n a number of- respects but none of these narrowmg amendments is matenal to the subject

‘matter surrendered here name]y TEOS. alternatlves See Docket No 47 at 22 (51de-by-51de

'_c_omparrson of .clarms).- Both the orrgmally-ﬁ_lcd clarm and the reissue claim are co_mpletely silent
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_regardlng the chemlcal used to form the recited srlleon dlox1de layer N Am. Contamer 415 F. 3d at-|
_ 1350 (“[T]he recapture rule is applled ona l1m|tat|on by l1m1tat10n bas1s ‘ ”), compare w:rh e
_';Vaman Semzconductor Equtp Aasoes Inc V. Axcefzs T, echs Inc No. 08 cv-10676-DPW 2009 WL
‘189960 at *19 (D Mass Jan. 2l 2009) (where patentee surrendereclatllt axis, parallel” to the

plane concludmg that the patentee avorded the recapture rule by replaemg a. perpendrcular

lrm1tat10n with elther ‘not parallel” or “substantrally perpendmulﬂr” ltmttatrons) Furthermore the :

‘or1gmally ﬁled elarm referenced by chor is ldentlcal to clalm 13 of the ‘766 applleanon ﬁled in

1988, before the exariiner’s: restrlctlon and before chor fully proseeuted its process elalms After

' the examiner’s first rejeetron of the ‘203 applleatlon chor amended t]’ll‘; claim to reﬂect the

language of the allowed proeess cla1ms in the ‘774 patent Once. it d1d $0, elalm l became 1dentlcal

to the 1 re1ssue elalm 12, wrth the exception of the TEOS llmttatlon ’Whether elalm 1 of the ‘585 .
patent is eon31dered in 1ts final issued form, in its: orlgmally filed form or in ltght of the entlre patent
family prosecutlon “Xicor dld not draft olarm 12 of the relssue patent in a manner that materlally o
narrowed the recaptured subject matter o ' = o

Xicor does not appear to dispute that clalm 13 of the reissue patent is not matenally narrower

-than claim 4 of the *585 patent.. Clalm 4 eontamed the TEOS hmttatton from the ttme 1t was ﬂled

and the only amendment made on relssue was to ehmmate that llmrtatlon

Clanns 12 and 13 of the ‘370 patent meet all three requtrements of the rule agalnst recapture

' and are therefore mvalld

25
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CONCLUSION

Dated: Match 21, 2011 -

_.
-

b2

3]

For thc reasons stated above SST’s motion for- summary Judgment on its mvalldlty claim is

GRANTED and XlCOl’ s motmn for partlal summary Judgment is DENIED Clalms 12 and 13 of the

‘370 patent are hereby decIated mvalld for v1olatmg the ruIe agamst recapture

' ITI$ SO ORDERED.

b RILYN HALL PATEL .
"'Uhited States District Court Judge
Northem DlStI'ICt of Cahforma
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‘ ENDNOTES

I. In the interest of sumplletty, the patentee will be referred to herem as “chor although Xieor is |
techmcally the assrgnee of the patent. : . S S

2. The examiner -also rejected dependent claim 8 on the grounds that the spe01ﬁcat10n did not dlsclose '

that an annealing step was applicable to any type of tunnellng layer besides one formed by LPCVD of |

TEOS. Evans Decl. Exh. E at INT0001 164-66. The examirer explained that Xicor could overcome an

enablement rejection by adding'a TEOS limitation; which it later did. /d. The court need not address
what, if any, significance l'hlS enablement I‘G_]GCUOI‘I hag for purposes of the rule against recapture

3. The court ) conclusron is unaffected by the exammer s determmatlon that the reissue claims donot |
violate the rule against recapture. Although an examiner’s decision is generally due some deference,
there is no indication that the examiner fully considered the prosecution histories of the entire patent

family.  See N. Am: Container, 415 F.3d at 1350 (rejecting argumerit that the district court failed to give

proper ‘deference where the examiner’s statement demonstrated- “inattention to the rule against

‘recapture”). The notice of allowance.addresses the fecapture rulé in a single, short paragraph and in no
‘way discusses why the arguments and amendments related to the TEOS limitation failed to sufficiently

surrender subject matter that crept back into the reissue patent, Upon 1ndependently rewewmg the
record ancl the relevant. law the court respectfully dlsagrees with the examiner’s conelusron

4, Xicor malntalns that it “riever. argued that the unlque structural properties-of its 1nvent10n were a
result of the use of TEOS. Rather Xicor consistently argued that the novel structure of its 1nvent10n :
resulted from the use of LPCVD to deposit a'silicon dioxide layer combined with an-annealing step.”
Docket No. 57 (Xicor Opp.).at 20. This contention is inconsistent with the record. Xicor repeateédly

“argued that Peck taught away from the use of LPCVD of TEOS and argued to both the examiner and
‘the board that LPCVD.of TEOS yielded fewer structural defects and less stress-than in-the prior art

devices. Xicor did point to the annealing step while arguirig that the process limitation increased the
total electrical charge that could be conducted acrossthe tunneling layer, se¢, e.g., Evans Decl. Exh. G

at- INT0000781, 819, This argument regarding the annealing step does not, however affect Xicor’s

surrender of TEOS alternatives. See MBO 11,602 F.3d at 1316 ("MBO’s arguments dlstmgmshmg the
prior art based on its safety flange do not affect its surrendet of another subject matter: a patentee’s. |

_arguments that emphasw_e one fedture cannot cure arguments that clear]y surrender another Y,

5, Although it: need not decrde the issue, the court aoknow]edges that at least one other dlstrlct court

has concluded that the recapture rule only applies to subject matter surrendered in order to overcome
prior art and not to overcome other bases of rejection, such as lack of enablement. See Voice Capture, | .
inc. v. Intel Corp., 354 F. Supp. 2d 997 (S.D. lowa 2004).. Although MBO I does not expressly -
foreclose this conclusron ‘the broad public-reliance rationale embraced by the Federal Circuit, under

which competitors may 100K to the prosecutlon history to determine the scope of patent rights, seems

inconsistent with the Foice Capture court’s narrower [ormulation. . Moreover, ignoring surrender with

- regards to the process limitation-on the grounds. that process and- produet-by-process claims are".

patentably distinct would permit the patentee to materially, and preJud101ally, expand its patent rlghts

-solely due to the pecuhartttes of product-by-process clalmmg

6. In this regard as aeknowledged by the Federal C1rcu1t “[t]he reeapture rule serves the same pohcy- o

-asdoes the doctrine of prosecution history estoppel: both operate to preverita patentee from enctoaching

back into territory that had previously been committed’ to the publtc MBO 11,602 F.3d at 1318
(quotmg MBOI 474 F.3d at 1332) (alterattons omltted) _ S L
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